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First to File (effective March 16, 2013)
While not a pure �rst to �le system, the new act effectively eliminates the old �rst to invent system and 
the associated interference proceeding to determine the �rst inventor. Printed publications, public uses, 
on sale activities, and other disclosures available to the public worldwide before the earliest �ling dates 
of patent applications are now prior art. However, disclosures by inventors within one year of their �ling 
dates are still excluded from the prior art. In addition, disclosures by inventors within the one year period 
could exclude from the prior art any subsequent disclosures by others. Public disclosures by inventors 
prior to �ling US patent applications still bar �ling in most foreign countries.

Protections Against Derivations (effective March 16, 2013)
Patents and applications disclosing subject matter derived directly or indirectly from the original inventors 
are not prior art. A new derivation proceeding can be requested by a later applicant against an earlier 
applicant.

Prior User Rights (effective March 16, 2013)
Commercial use of an invention more than one year before a patent’s effective �ling date is a new 
defense to infringement. This had previously been the case for business method inventions but now 
applies to all inventions. 

If you have any questions regarding this LEGALcurrents, please do not hesitate to contact any member 
of our firm’s Intellectual Property Practice Area at (585) 232-6500.  

America Invents Act of 2011

This is a brief summary of some, but not all, of the provisions of the Leahy-Smith America Invents Act. 
It is not intended to be exhaustive. We would be glad to discuss questions with you. 

Marking (effective September 16, 2011)
Marking may now be accomplished by reference to a website. This will make it easy to keep marking 
information up to date. False marking suits may now be brought only by the government or by 
a competitor for competitive injury. Failure to remove an expired patent that was properly marked 
on an article is no longer false marking.

Advice of Counsel (effective September 16, 2011)
Failure to obtain the advice of counsel may not be used to prove willfulness or intentional inducement.

Best Mode (effective September 16, 2011)
Best mode remains a requirement for a patent application, but failure to disclose the best mode 
is no longer a defense to infringement.

Prioritized Examination (effective September 26, 2011)
A request for a prioritize examination can be made by paying an additional fee of $4,800 ($2,400 
for small entities) and if there are no more than thirty claims and four independent claims. The USPTO 
expects to issue a �nal disposition on any such application within twelve months from its �ling date.

Post Grant Review (effective September 26, 2012)
For nine months after a patent is granted, anyone other than the patent owner may request post grant 
review. A review will be instituted if it is more likely than not that at least one of the challenged claims 
is unpatentable. The Board will consider issues of anticipation, obviousness, enablement, written 
description, and patent eligible subject matter. Post grant reviews will apply to patents �led 
after March 16, 2013.

Inter Partes Review (effective September 16, 2012)
Inter partes review is similar to the current inter partes reexamination process, but requires a reasonable 
likelihood that the petitioner would prevail on at least one challenged claim. Any request for inter partes 
reexamination �led between September 16, 2011 and September 16, 2012 must meet this new 
“reasonable likelihood that the petitioner would prevail” standard.

Pre-Issuance Submission of Prior Art (effective September 16, 2012)
A third party may submit a patent, published patent application or other printed publication to the USPTO 
for consideration before the later of six months after the date of publication of an application or the date 
of the �rst rejection of any claim.

Supplemental Examination (effective September 16, 2012)
A patent owner may request supplemental examination of a patent to consider, reconsider, or correct 
information believed to be relevant to the patent. This is intended to cure conduct that might otherwise 
make the patent unenforceable, such as failure to disclose prior art or misstatements made to the USPTO.  
This provision will be effective retroactively.
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